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DETAILED ACTION 



Claims 1, 3-20, 28-30 and 32 are pending in the application. 



The obviousness-type double patenting rejection over 09/214,143 
{which matured into U.S. Patent No. 6,337,394} has been overcome. 
Independent claim 1 in the patent states that structures IVa and IVc 
(under the definition of variable B) must be substituted with specific 
substituents represented by R^^ In the instant claims, structures IVa and 
IVc (under the definition of variable B) cannot be substituted. 
Therefore, there is no overlap between the instant claims and the claims 
in the patent. 

All other rejections made in the previous Office Action which do 
not appear below have been overcome. Arguments pertaining to 
rejections which have been overcome will not be addressed. 
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Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 17-19 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

. Claim 1 7 does not further limit claim 1 because the compounds of 
claim 17 are not embraced by claim 1 (see especially definitions of 
and in claim 17). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or desaibed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1, 3-13, 15-17, 19, 20, 28-30 and 32 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Ohshima et al. {U.S. Pat. 
5,744,487}. 

Determination of the scope and content of the prior art (MPEP §2141.01) 

Applicants claim thrombin inhibitors. Ohshima et al. teach 
thrombin inhibitors which are structurally similar to the instant claimed 
compounds. See in Ohshima et al., for example, formula (I) wherein A is 
a carbon atom, the broken lines are single bonds, is -C(=NR2^)NH2, 

is hydrogen, R^ is hydrogen, n is one, R^ is -D-(CH-R^)^-E-R^ 
wherein D is a bond, m is zero, E is ethylene, R^ is -OR^ and R^ is 
hydrogen (columns 1 and 2). Also see columns 23, 51,81, 193-196 and 
227; and especially compound 42 in columnsl5-16 and compounds 52, 
53 and 56 in columns 17 and 18. 

Ascertainment of the difference between the prior art and the claims (MPEP §2141.02) 

The difference between the compounds of the prior art and the 
compounds instantly claimed is that of generic description. 
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Finding of prima facie obviousness-rational and motivation (MPEP §2142-2413) 

The motivation to make the claimed compounds derives from the 
expectation that structurally similar compounds would possess similar 
activity (e.g. an anti-thrombin) . One sldlled in the art would have been 
motivated to prepare compounds embraced by the reference genus of 
Ohshima et al. to arrive at the instant claimed compounds with the 
expectation of obtaining additional beneficial compounds which would 
be useful as a thrombin inhibitor. Therefore, the instant claimed 
compounds would have been suggested to one sldlled in the art. 

Response to Arguments 
Applicants' arguments filed April 18, 2002 have been fully 
considered. In regard to the rejection of the claims under 35 U.S.C. § 
112, second paragraph, Applicants argue that claim 17 is not intended to 
limit claim 1. In response, since claim 17 is dependent on claim 1, the 
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subject matter of claim 1 7 should be embraced by claim 1 instead of 
outside the scope of claim 1 . Therefore, this rejection is maintained. 

In regard to the rejection of the claims under 35 U.S.C. § 103, 
Applicants argue that none of the specific examples of Ohshima et al. fall 
within the scope of the claims as amended. Applicants also argue that 
none of the compounds of Ohshima et al. have a CH2 spacer group, as is 
instantly claimed, and there is no suggestion in Ohshima et al. to provide 
such compounds. 

All of Applicants' arguments have been considered but have not 
been found persuasive. Applicants claim thrombin inhibitors. Ohshima 
et al. teach thrombin inhibitors which are structurally similar to the 
instant claimed compounds. 

It would appear that Applicants are arguing that in order to have a 
proper rejection under 35 U.S.C. § 103, the reference must disclose a 
specific compound (structurally the same) which would anticipate the 
claims under 35 U.S.C. § 102. This is not the standard used to 
determine an obviousness-type rejection. There must be a motivation 
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and suggestion in the prior art. In the instant case, the motivation to 
make the claimed compounds derives from the expectation that 
structurally similar compounds would possess similar activity (e.g. an 
anti-thrombin) . Further, it is well established that consideration of a 
reference is not limited to the preferred embodiments or worldng 
examples, but extends to the entire disclosure for what it fairly teaches, 
when viewed in light of the admitted knowledge in the art to person of 
ordinary sldll in the art. In re Boe , 148 USPQ507, 510 (CCPA 1966). 

Ohshima et al. do teach specific compounds which are structurally 
similar to the instant claimed compounds and which some also have CH2 
spacer groups. Applicants' attention is directed to compound 2 in 
columns 7-8; compounds 6-14 in columns 9-10; compound 42 in 
columns 15-16; and compounds 52, 53 and56 in columns 17-18. For all 
the reasons given above, this rejection is maintained. 
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Allowable Subject Matter 

Claim 14 is objected to as being dependent upon a rejected base 
claim, but would be allowable over the art of record if rewritten in 
independent form including all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the 
event a first reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from 
the mailing date of the advisory action. In no event, however, will the 
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statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Laura L. Stockton whose telephone number is (703) 308-1875. The 
examiner can normally be reached on Monday-Friday from 6:00 am to 
2:30 pm. If the examiner is out of the Office, the examiner's supervisor, 
Joseph McKane, can be reached on (703) 308-4537. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 308-1235, 308-0196 or 305-3290. 

The fax phone numbers for the organization where this application 
or proceeding is assigned are (703) 308-4556, 308-4242, 305-1935 or 
308-2742. 
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Patent Examiner 
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